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DETAILED ACTION 

1 . This Office Action is responsive to the correspondence filed 1 1/19/2009. 
Claims 1-22 were and remain pending. Claim 1 is amended. Claims 1, 1 1, 21, 22 are 

independent. 

Specification 

2. The amendment to the specification has not been entered because for [0076], 
"box 186" should be underlined. The previous objection to paragraph [0087] (Figure 18 should 
be changed to Figure 16) is thus maintained. Appropriate correction is required. 

Claim Rejections - 35 USC §101 

3. Rejections of method claims 1-10 under 35 U.S.C. 101 are withdrawn 
following proper amendment. The step of awarding a payout to the first party based on the 
payment to the account for the second party (and on the bonus program that is associated with 
the account), core of the invention, now recites automatically awarding "by one or more 
computer" the payout, thus makes the claim statutory. 

Note as to claim 11 (system): The claim is considered statutory because a machine is 
considered including at least a processor and hardware as shown in Figures 2 and 16 and per 
specification at paragraphs [0016] and [0026]. Also paragraph [0087] states "..the machine 
operate as a standalone device... The machine may be a personal computer (PC), a tablet PC, a 
set-top box (STB), a Personal Digital Assistant (PDA), a cellular telephone, a web appliance, a 
network router, switch or bridge, or any machine capable of executing a set of instructions... " 
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Response to Arguments 

4. A priori the Examiner notes that she made a typographical error in the statement 
of rejection in the last OFFICE ACTION of August 05, 2009. 

OFFICE ACTION of August 05, 2009 at p. 8 stated: 

"9. Claims 1-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Perri, US 2001/0020231 in view ofNosek US 7191151 and Row e, US 20020151359. 

As Warren was used in OFFICE ACTION of August 05, 2009 at pages 1 1-13, the 
rejection should have been: 

"9. Claims 1-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Perri, US 2001/0020231 in view ofNosek US 7191151 and Rowe, US 20020151359 and further 
in view of Warren US 2003/0101131. " 

Warren US 2003/0101 13 1 was also used in the Office Action of 02/26/09 at page 7 for 
the same teaching and reason to combine as set forth in OFFICE ACTION of August 05, 2009 at 
page 11. 

The Examiner thanks Applicant for acknowledging that four references including Warren 
US 2003/101 131 were used (Response filed 1 1/19/2009, p.9). 

5. Applicant's arguments filed 11/19/2009 have been fully considered but they 
are not persuasive. 

In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
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USPQ2d 1596 (Fed. Cir. 1988) and/« re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). 

In response to applicant's argument that the examiner has combined an excessive number 
of references, reliance on a large number of references in a rejection does not, without more, 
weigh against the obviousness of the claimed invention. See In re Gorman, 933 F.2d 982, 18 
USPQ2d 1885 (Fed. Cir. 1991). 

Here, Applicant argues "modifying the compensation method of Perri as described by 
Rowe renders Rowe inoperable for its intended purpose because the rewards program of Perri is 
based on the activity of another person while the casino player activity scheme of Rowe is based 
on the activity of the same person. This is unpcrsuasivc because the Rowe teaching used is just 
the incentives scheme ("an initial hurdle", i.e. a minimum activity required), which can be 
applied to any business situation, and has nothing to do with the control of the persons involved. 
Further see the KSR reasoning. Last Office Action, p. 1 1, also set forth below. 

Applicant also argues the prior art does not disclose "automatically awarding by a 
computer a payout to the first party based on the payment received by the account for the second 
party " contrasting that in Perri, funds are received from the referred purchaser and in Rowe, 
funds are received from the player (emphasis added by Applicant). It is further argued "the 
Examiner is changing the respective functions of the references by combining three buyer-based 
rewards systems with the seller-side payment service of Nosek". 

The Examiner sees no conflict among the references. The Perri's purchaser pays a 
merchant, thereby increasing the merchants revenues. The award to the referrer is based thereon. 
Similarly a payment service (e.g. Paypal disclosed by e.g. Nosek) makes money (transaction 
fees, usually paid customers-merchants (see Nosek , col. 2 lines 15-22). Thus payment services 
such as Paypal would want merchants to set up Paypal accounts, because every time their 
accounts are paid, Paypal makes money. Thus Paypal would award referrers of its service, just 
as done in Perri. Perri teaches automatically awarding the referrer for specified activities of the 
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2 nd party (see abstract, [0072], [0077]-[0079]). Paypal is an automated transfer of funds between 
the parties, i.e. Paypal is paid automatically when merchants accounts are credited. There is no 
conflict combining Nosek (Paypal) to Perri: if the second parties in Nosek are the customers- 
merchants, when their accounts are paid into, Paypal is automatically paid, and there is no reason 
why in view of Perri, the referrers to Paypal cannot be paid automatically (upon payments into 
the merchants accounts since Paypal is also paid automatically). Rowe, on the other hand is 
only used to teach levels of rewards based on performance levels. Thus there is no conflict either. 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

7. Claims 1-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Perri, US 2001/0020231 in view of Nosek US 7,191,151 and Rowe, US 2002/0151359 and 
further in view of Warren US 2003/0101131. 

Claims 1-3, 8, 11-13, 18, 21, 22: 

Perri US 2001/0020231 discloses computer assisted multi-level marketing compensation 
method wherein a message is sent from a first party to a second party, wherein the message 
includes a link to a processor (at which second party can sign up for a service) and the link has 
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the first party identifier so the first party can be automatically compensated for specified 
activities of the 2 nd party (see abstract, [0072], [0077]-[0079]). The referral message can be an 
email with links or a link on an ad banner posted on the website of a referring party (Figure 1 1 , 
[0077]). Perri discloses the compensation of 1 st party is for the 2 nd party signing up to open an 
account (which can be an affiliate account, a shopping account or other service account, see 
[0079]). 

Perri discloses the compensation of 1 st party is for the 2 nd party signing up to open a 
account (which can be an affiliate account, a shopping account or other service account, see 
[0079]) but Perri does not specifically disclose the compensation of 1 st party is for the 2 nd party 
signing up to open a payment account. 

Claim interpretation: 

It is interpreted a payment service is a service which enables buyers and sellers to make 
and receive payment for transacted merchandise. (Specification at [0002]), such as PayPal ( 
Specification at [0023]). 

As stated above commissions for referring a 2nd party to open an account is taught by 
Perri. The account could be a shopping account or other service account, see Perri, [0079]). 
Activities associated the account earns rewards for the referrer (Perri). 

Payment service systems are known before invention time, e.g. Nosek US 7191151 
assigned to Paypal discloses such service (see Nosek, abstract). 

As stated earlier, any business, payment service businesses need to attract clients, 
in this case merchants. Thus it would have been obvious to one having ordinary skill in the art 
at the time of the invention (herein a "PHOSITA") to add the incentives given to referrers of any 
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service, as taught by Perri, to payment service systems such as Nosek, so to incent referrers to 
make referrals of merchants to sign up for the payment service. 

Also, "[w]hen a work is available in one field of endeavor, design incentives and other 
market forces can prompt variations of it, either in the same field or a different one. If a person 
of ordinary skill can implement a predictable variation, § 103 likely bars its patentability. For the 
same reason, if a technique has been used to improve one device, and a person of ordinary skill 
in the art would recognize that it would improve similar devices in the same way, using the 
technique is obvious unless its actual application is beyond his or her skill." KSR Int'l Co. v. 
Teleflex Inc., 550 U.S. 398 (2007) at 417 (emphasis added). 

The last sentence describes our case. There was, the Court continued, no need for the 
district court to "seek out precise teachings directed to the specific subject matter of the 
challenged claim, for a court can take account of the inferences and creative steps that a person 
of ordinary skill in the art would employ." Id." 

Here a method of compensation for referring clients to a service is taught by Perri. 
Market forces clearly show that on line payment services, as all businesses, need clients 
(merchants). As reasoned in KSR, if a technique (here commissions for referrals) has been used 
to improve a device or process ( signing up for a service, as taught in Perri), and a person of 
ordinary skill in the art would recognize that it would improve similar devices or processes (here 
a payment service) in the same way, using the technique is obvious unless its actual application 
is beyond his or her skill." Here simple common sense dictates that the results would be 
predictable, i.e. that the referrers would be incented to refer the payment service to merchants. 

(As stated above, contrary to argument, the Examiner sees no conflict among the 
references. The Perri 's purchaser pays a merchant, thereby increasing the merchants revenues. 
The award to the referrer is based thereon. Similarly a payment service (e.g. Paypal disclosed by 
e.g. Nosek) makes money (transaction fees, usually paid customers-merchants (see Nosek , col. 2 
lines 15-22). Thus payment services such as Paypal would want merchants to set up Paypal 
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accounts, because every time their accounts are paid, Pay/nil makes money. Thus Paypal would 
award referrers of its service, just as done in Perri. Perri teaches automatically awarding the 
referrer for specified activities of the 2nd party (see abstract, [0072], [0077] -[0079]). Paypal is 
an automated transfer of funds between the parties, i.e. Paypal is paid automatically when 
merchants accounts are credited. There is no conflict combining Nosek (Paypal) to Perri: if the 
second parties in Nosek are the customers- merchants, when their accounts are paid into, Paypal 
is automatically paid, and there is no reason why in view of Perri, the referrers to Paypal cannot 
be paid automatically (upon payments into the merchants accounts since Paypal is also paid 
automatically)). 

Neither Perri nor Nosek teaches multi level rewards with initial hurdles and 
payouts, however Rowe, US 20020151359 in a casino player activity scheme, imposes 
requisites for qualifying for one or more awards. Players activities are tracked and player 
accounts reflect their activities (abstract). To be eligible for a particular prize a player has to have 
a certain level of points "(and thus associated play) which may be necessary to qualify for that 
prize." 

( See [0039]: 

"For example, in the event the casino employs a reward program where various prizes 
are awarded for levels of points (such as a first 

prize for a first minimum number of points, another prize for a higher minimum 
number of points, etc.), then information regarding the number of points 
necessary for particular plateaus or prizes may be detailed. In this manner, a 
player may determine their eligibility for a particular prize, or the level of 
additional points (and thus associated play) which may be necessary to qualify 
for that prize. "([0039]). 

Thus requiring a minimum amount or level of transactions (such as player plays or points 
in a casino context) ( i.e. an " initial hurdle") in order to give out a first prize (i.e. an " initial 
payout") corresponding to the minimum transaction level (" initial hurdle") is old and well- 
known, e.g. as taught by Rowe. Thus it would have been obvious to one having ordinary skill 
in the art at the time of the invention (herein a "PHOSITA") to add to Perri the differential 
levels of awards based on levels of performance as taught by Rowe, to allow encouraging 
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different levels of performance. In this case, it would also have been obvious to a PHOSITA to 
add to Perri, the first minimum awards ("initial payout") corresponding to first minimum level of 
performance (" initial hurdle") as taught by Rowe, to allow giving out the lowest level of reward 
upon achievement of a minimum performance. One reason for giving out such initial payouts is 
to set a threshold of performance and rewards, to show a link between performance and rewards, 
yet to encourage further performance with an initial reward. 

As stated in KSR, applying the technique of Rowe in the a payment service referrals 
situation would have been obvious because a person of ordinary skill in the art would recognize 
that it would improve similar processes (here the payment service) in the same way. Here simple 
common sense dictates that the results would be predictable, i.e. that the referrers would be 
incented, just as the players in Rowe, to refer the payment service to merchants. 

Perri, in view of Nosek , and Rowe do not disclose a particular bonus program 
associated with the payment account among plural bonus programs. 

However, Warren US 2003/0101131 discloses a website for a potential reward 
recipients (e.g. account holder) to customize desired rewards features, such as criteria for 
earning rewards, methods of redeeming rewards, and types of compensation (abstract, 
[0004], [0047], [0065]). ( For example, rewards could be hotel, travel or shopping points, such 
as United Airlines miles or Marriott points, or cash, or merchandise. Payout conditions may be 
based on specific performance. Methods of redeeming awards may include automatic 
redemption at a predetermined event, e.g., a number of points earned, or customer initiated 
redemption. See [0065]). 

Thus it would have been obvious to a PHOSITA to add Warren's teaching of giving 
a choice of reward plans to the Perri, in view of Nosek, and Rowe system, and give such choice 
to the Perri 's 1 st party, to satisfy her. 
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It would further have been obvious in that case to associate the particular bonus program 
(for the benefit of the 1 st party) with the account of the 2 nd party so effect the rewards scheme, 
i.e. properly pay the 1 st party according to her choice of rewards. It would also have been 
obvious to associate the 2 nd party account identifier and the bonus program identifier to the 1st 
party identifier (which identifies to 1 st party) so that the 1 st party can be automatically paid upon 
the required performance of the 2nd party (as taught by Perri). 



Thus Perri, in view of Nosek, Rowe and Warren, as above discussed, disclose: 

A system, machine readable medium storing a set of instructions to execute a 
method to incentivize a first party to refer a payment service to a 
second party, the method including: 

establishing an account for the second party, wherein the account is associated with one 
of a plurality of bonus programs (interpreted as bonus programs that the 1st party can sign up 
for) and wherein the account is further associated with the first party; 

receiving a payment at a network-based payment machine and associating the payment to 
the account for the second party (Nosek: the second party being the merchant whose account is 
paid into and thereby earns Paypal fees, based on which the referrer earns his awards, see 
Response to arguments above) 

wherein the first party is eligible to participate in a 
plurality of bonus programs (further in view of Warren) .( Note: this is also limitation of claims 8 
and 18); and 

automatically awarding a payout to the first party based on the payment received by t he 
account for the second party (Perri in view of Nosek) and on a plurality of payout conditions of 
the bonus program that is associated with the account, the plurality of payout conditions 
including an initial hurdle and an initial payout (further in view of Rowe and Warren); 

wherein the establishing of the account further includes associating a first identifier with 
the first party (per Perri) and a second identifier with the bonus program (per Warren) wherein 



Application/Control Number: 10/772,530 
Art Unit: 3688 



Page 1 1 



the second identifier is utilized to identify the bonus program from the plurality of bonus 
programs (per Warren). 

Claims 4 and 14: 

Perri, in view of Nosek , Rowe and Warren disclose a method or system as in Claims 1 
and 1 1 above and Perri discloses communicating the first identifier to the second party via the 
first party so the 1 st party can be paid (i.e. reads on the first identifier is utilized by the second 
party to establish the account). 

However Perri, in view of Nosek , Rowe and Warren do not specifically disclose 
communicating the second identifier (bonus program ID) to the second party via the first party, 
wherein the first identifier and the second identifier arc utilized by the second party to establish 
the account. 

However, as discussed above, Warren adds to Perri, in view of Nosek , and Rowe, 
satisfying the 1 st party by giving her a choice of reward plans. In that case, it would have been 
obvious to a PHOSITA that the 2 nd identifier for the bonus program also would have to be 
communicated to 2 nd party by 1 st party so the second party can submit both identifiers when 
opening his or her account, so 1 st party could be appropriately rewarded under her chosen reward 
program. 

Claims 5-6 and 15-16: 

Perri, in view of Nosek, Rowe and Warren disclose a method or system as in Claims 1 
and 1 1 above. 

Warren further discloses configuring the plurality of bonus 
programs (programs), wherein each bonus program includes a plurality of payout conditions 
([0065]) wherein the plurality of payout conditions is based 

on an at least one of an eligible volume, a payout rate, a payout period (Warren at [0065] 
discloses automatic redemption at a predetermined event which reads on for example an end of 
month thus a monthly payout period), and a maximum payout. 
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As discussed above, Warren was added to provide satisfaction to Perri's affiliate with 
rewards choices. Further addition of this known redemption method, as taught by Warren, to 
Perri, would only yield the predictable result of allowing redemption periodically thus would 
have been obvious at invention time. 

Claims 7 and 17: 

Perri, in view of Nosek, Rowe and Warren disclose a method or system as in Claims 1 
and 1 1 above. The Perri combination as above discussed, further discloses wherein the payout 
includes at least one of an initial payout (when 2 nd party opens an account, and the initial hurdle 
is met, the 1 st party is paid the initial payout). 

Claims 9 and 19: 

Perri, in view of Nosek, Rowe and Warren disclose a method or system as in Claims 6 
and 16 above. Perri further discloses wherein the plurality of bonus programs include an at least 
one of an unrestricted bonus program (Perri does not put restriction on who can join the affiliate 
rewards program thus reads on an unrestricted bonus program) and a restricted bonus program. 

Claims 10 and 20: 

Perri, in view of Nosek , Rowe and Warren disclose a method or system as in Claims 1 
and 1 1 above. 

Warren further discloses wherein the payout is tendered in at least one of a plurality of 
national currencies (this is obvious for Warren's cash reward payments at [0065]). As discussed 
above, Warren was added to provide satisfaction to Perri's affiliate with rewards choices. Further 
addition of this known redemption method, as taught by Warren, to Perri, would only yield the 
predictable result of allowing redemption in cash in the designated currency thus would have 
been obvious at invention time. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1 .136(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the mailing date of this 
final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Khanh H. Le whose telephone number is 571-272-6721. The 
Examiner works a part-time schedule and can normally be reached on Monday- Wednesday 9:00- 
6:00. If attempts to reach the Examiner by telephone arc unsuccessful, the Examiner's 
supervisor, LYNDA JASMIN can be reached on (571)272-6782. The fax phone numbers for the 
organization where this application or proceeding is assigned are 571-273-8300 for regular 
communications and for After Final communications. Any inquiry of a general nature or relating 
to the status of this application or proceeding should be directed to the receptionist whose 
telephone number is 571-272-3600. For patent related correspondence, hand carry deliveries 
must be made to the Customer Service Window (now located at the Randolph Building, 401 
Dulany Street, Alexandria, VA 223 14). Information regarding the status of an application may 
be obtained from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should you have 
questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA OR 
CANADA) or 571-272-1000. 

/Khanh H. Le/ 

Primary Examiner, Art Unit 3688 



